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DETAILED ACTION 

Claim Objections 

1 . The abstract of the disclosure is objected to because the length of the Abstract 
exceeds one hundred fifty words. A correction is required. See MPEP § 
608.01(b). 

Claim Rejections 35 USC § 102 

2. The following is a quotation of 35 U.S.C 102(b) which forms the basis for a prior art 
rejection set forth in this office action: 

(b) the invention was patented or described in a printed publication in this or a 
foreign country or in public use or on sale in this country, more than one year prior to 
the date of the application for patent in the United States. 

3. Claim 1-2.6&7.9&1 0,18-20 are being rejected under 35 U.S.C 102(b) as being 
anticipated by US 20020103852 to Pushka. 

Regarding claim 1 , Pushka discloses a method implemented by a programmed 
computer system for use in connection with the sale of stock by a first entity (Pushka, 
Abstract, lines 14-17), which method comprises the steps of: 

Inputting data regarding the sale, by the first entity to a second entity, of a security 
consisting of: (i) a post-paid forward contract which obligates the second entity to 
purchase a fixed number of shares stock of the first entity and (ii) debt (Paragraph 123). 

Inputting a then-current stock price associated with the stock of the first entity 
(Fig 3). 
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Calculating a number of shares underlying the pre-paid forward contract, based 
on a formula that is a function of a then-current stock price and a remaining maturity 
associated with the pre-paid forward contract (Paragraph 124, "So for instance.... 
agree). 

Recording the data regarding the sale, by the first entity to the second entity, of 
the security consisting of: (i) the post-paid forward contract, and (ii) the debt; Recording 
the data regarding the purchase, by the first entity from the second entity, of the pre- 
paid forward contract and recording the calculated number of shares underlying the pre- 
paid forward contract (Fig 4 #20). 

Regarding claim 2, Pushka discloses a security, comprising: (a) a post-paid 
forward contract between a first entity and a second entity, which post- paid forward 
contract obligates the second entity to purchase a fixed number of shares stock of the 
first entity ; (b) debt of the first entity (Paragraph 22). 

Regarding claims 6&7, Pushka discloses the security of claim 2, wherein the first 
entity pays, to the second entity, a contract fee on the post-paid forward contract, 
wherein the contract fee is paid once (paragraph 124, " The first account... portfolio). 

Regarding claims 9&10, Puskha discloses the security of claim 2, wherein the 
debt is initially pledged as collateral to secure the obligations of the second entity under 
the post-paid forward contract, wherein the second entity has the right to recollateralize 
the post-paid forward contract (Paragraph 124, "These payments... basis"). 

Regarding claim 18, Pushka discloses the security of claim 2, wherein, prior to 
maturity of the pre-paid forward contract, the first entity has the right to fix the number of 
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shares underlying the pre-paid forward contract, based on a formula that is a function of 
a then-current stock price and a remaining maturity associated with the pre-paid forward 
contract (paragraph 124). 

Regarding claims 1 9&20, Pushka discloses the security of claim 2, wherein the 
post-paid forward contract and the debt are initially pledged as collateral to secure the 
obligations of the second entity to deliver stock wherein the second entity has the right 
to recollateralize the pre-paid forward contract with common stock of the first entity 
(Paragraph 124, "The payments.... basis). 

Claim Rejections 35 USC§ 103 

4. The following is a quotation of 35 U.S.C 103(a) which forms the basis for all 
obviousness rejection set forth in this office action: 

(a) A patent may not be obtained though the invention is not identicaily disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a 
whole would have been obvious at the time the invention was made to a person having 
ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

5. Claims 2&3,14&15 are being rejected under 35 U.S.C 103(a) as being 
unpatentable over Pushka in view of Seatle Times, March 29, 2001 , page 1 . 

Regarding claims 2&3, Pushka discloses a security, comprising: (a) a post-paid 
forward contract between a first entity and a second entity, which post- paid forward 
contract obligates the second entity to purchase a fixed number of shares stock of the 
first entity ; (b) debt of the first entity and the security of claim 2, wherein the stock of the 
first entity is common stock in a public company. However Pushka does not 
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specifically disclose : (c) a pre-paid forward contract between the first entity and the 
second entity, which pre- paid forward contract obligates the second entity to deliver to 
the first entity a variable number of shares of stock in the first entity. "Starbucks stock 
helps Schultz buy Sonics" does disclose (c) a pre-paid forward contract between the 
first entity and the second entity, which pre- paid forward contract obligates the second 
entity to deliver to the first entity a variable number of shares of stock in the first entity 
and the security of claim 2, wherein the stock of the first entity is common stock in a 
public company ( Proquest Copy; March 29, 2001 page 1). Therefore it would have 
been obvious to one of ordinary skill in the art at the time of the invention to modify 
Pushka's invention to include a pre-paid forward contract between the first entity and 
the second entity, which pre- paid forward contract obligates the second entity to deliver 
to the first entity a variable number of shares of stock in the first entity and the security 
of claim 2, wherein the stock of the first entity is common stock in a public company. 

Regarding claims 14&15, Pushka discloses the security of claim 2. However 
Pushka does not specifically disclose wherein the pre-paid forward contract obligates 
the second entity to deliver to the first entity a variable number of shares of stock in the 
first entity depending on a price of the stock at maturity of the pre-paid forward contract, 
wherein the first entity pre-pays the purchase price of the stock and need not pay for the 
stock at the time of delivery. "Starbucks stock helps Schultz buy Sonics" does teach 
the pre-paid forward contract obligates the second entity to deliver to the first entity a 
variable number of shares of stock in the first entity depending on a price of the stock at 
maturity of the pre-paid forward contract, wherein the first entity pre-pays the purchase 
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price of the stock and need not pay for the stock at the time of delivery (Proquest Copy; 
March 29, 2001 page 1). Therefore it would have been obvious to one of ordinary skill 
in the art at the time of the invention to modify Pushka's invention to include the pre- 
paid forward contract obligates the second entity to deliver to the first entity a variable 
number of shares of stock in the first entity depending on a price of the stock at maturity 
of the pre-paid forward contract, wherein the first entity pre-pays the purchase price of 
the stock and need not pay for the stock at the time of delivery. 

6. Claims 4&5 are being rejected under 35 U.S.C 103 (a) as being unpatentable 
over Pushka in view of "IRS starting to challenge popular tax deferral technique". 

Regarding claims 4&5, Pushka discloses the security of claim 2. However 
Pushka does not specifically disclose the post-paid forward contract, a fixed number of 
shares of stock in the first entity for a fixed price, wherein the fixed price essentially 
equals a face amount of the debt. "IRS starting to challenge popular tax deferral 
technique" does disclose the post-paid forward contract, a fixed number of shares of 
stock in the first entity for a fixed price, wherein the fixed price essentially equals a face 
amount of the debt (Florida Bar Journal, page 2: Jan 1, 2003). Therefore it would have 
been obvious to one of ordinary skill in the art at the time of the invention to modify 
Pushka's invention to include a post-paid forward contract, a fixed number of shares of 
stock in the first entity for a fixed price, wherein the fixed price essentially equals a face 
amount of the debt. 

7. Claims 8,16-17 are being rejected under 35 U.S.C 103(a) as being unpatentable 
over Pushka in view of U.S. Patent 7,236,955 to Sugahara. 
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Regarding claim 8, Pushka discloses the security of claim 6. However Pushka 
does not specifically teach the contract fee which is paid periodically at a time selected 
from the group including: (a) daily; (b) weekly; (c) monthly; (d) quarterly; (e) semi- 
annually; and (f) annually. Sugahara does disclose wherein the contract fee is paid 
periodically at a time selected from the group including: (a) daily; (b) weekly; (c) 
monthly; (d) quarterly; (e) semi-annually; and (f) annually (Column 4, lines 12-15). 
Therefore it would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Pushka's invention to include the contract fee which is paid 
periodically at a time selected 15 from the group including: (a) daily; (b) weekly; (c) 
monthly; (d) quarterly; (e) semi-annually; and (f) annually. 

Regarding claims 16-17, Pushka discloses the security of claim 15. However 
Pushka does not specifically teach wherein at least a portion of the purchase price of 
the stock is paid to the second entity at the time of issuance of the pre-paid forward 
contract with the remaining portion funded through periodic contract payments, wherein 
the contract payments are paid periodically at a time selected from the group including: 
(a) daily; (b) weekly; (c) monthly; (d) quarterly; (e) semi-annually; and (f) annually. 
Sugahara does teach wherein at least a portion of the purchase price of the stock is 
paid to the second entity at the time of issuance of the pre-paid forward contract with 
the remaining portion funded through periodic contract payments, wherein the contract 
payments are paid periodically at a time selected from the group including: (a) daily; (b) 
weekly; (c) monthly; (d) quarterly; (e) semi-annually; and (f) annually (column 5, lines 9- 
14). Therefore it would have been obvious to one of ordinary skill in the art at the time 
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of the invention to modify Pushka's invention to include a portion of the purchase price 
of the stock is paid to the second entity at the time of issuance of the pre-paid forward 
contract with the remaining portion funded through periodic contract payments, wherein 
the contract payments are paid periodically at a time selected from the group including: 
(a) daily; (b) weekly; (c) monthly; (d) quarterly; (e) semi-annually; and (f) annually. 
8. Claims 11-13 are being rejected under 35 U.S.C 103(a) as being unpatentable 
over Pushka in view of U.S. Patent 6,263,321 to Daughtery. 

Regarding claim 1 1 , Pushka discloses the security of claim 2. However Pushka 
does not specifically disclose wherein the debt pays a fixed cash coupon, subject to 
reset. Daughtery does teach wherein the debt pays a fixed cash coupon, subject to 
reset (column 21 , lines 28-30). Therefore it would have been obvious to one of ordinary 
skill in the art at the time of the invention to modify Pushka's invention to include a debt 
that pays a fixed cash coupon, subject to reset. 

Regarding claim 12, Pushka discloses the security of claim 11 . However Pushka 
does not specifically disclose a coupon which is paid periodically at a time selected 
from the group including: (a) daily; (b) weekly; (c) monthly; (d) quarterly; (e) semi- 
annually; and (f) annually. Daughtery does teach a coupon which is paid periodically at 
a time selected from the group including: (a) daily; (b) weekly; (c) monthly; (d) quarterly; 
(e) semi-annually; and (f) annually (Column 22, lines 34-35). Therefore it would have 
been obvious to one of ordinary skill in the art at the time of the invention to modify 
Pushka's invention to include a coupon which is paid periodically at a time selected from 
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the group including: (a) daily; (b) weekly; (c) monthly; (d) quarterly; (e) semi-annually; 
and (f) annually. 

Regarding claim 13, Pushka discloses the security of claim 12. However Puskha 
does not specifically disclose the wherein the coupon is reset and the debt is 
remarketed. However Daughtery does disclose wherein the coupon is reset and the 
debt is remarketed (Column 22, lines 60-62). Therefore it would have been obvious to 
one of ordinary skill in the art at the time of the invention to modify Pushka's invention to 
include the coupon which is reset and the debt is remarketed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mohammad Z. Shaikh whose telephone number is 
(571 )270-03444. The examiner can normally be reached on Monday-Friday (7:30-5); 
alt Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tom Dixon can be reached on 571-272-6803. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Mohammad Z Shaikh 
Examiner 
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